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Response to Office Action dated June 20, 2005 
Amendment dated September 14, 2005 
File No. 0411.03.1 

Remarks/Arguments 

Reconsideration is hereby requested, as is a one-month extension of time, 
within which to respond to the non-final Official Action, The Small Entity 
extension of time fee for one month is in amount of $60,00 to be charged to 
Deposit Account No. 502557. 

A Preamble has been added to Claim 9 to provide that the invention Is for 
use with catching and caught fish. 

Claims 9-11, 13-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Degen. An element constitutes patentable invention, when not 
anticipated by prior art shown by references. In re Powelson (1931) 18 CCPA 
1460, 49 F2d 832. Degen discloses a clamp with a ready-to-grip position, similar 
to Applicant's invention, however Degen's invention can only be used while 
fastened to a surface by a suction-cup. (Col. 1 , Lines 44-51 ) The two clamping 
jaws are fastened to an article by a suction-cup device which remains stationary 
while in use. 

The invention disclosed by Degen would not be practical for use with 
capturing fish for the simple reason that Degen's clamp must be attached to a 
planar surface and would crush the head of the fish when in the clamped 
position. Applicants invention is not in a fixed position and can be held by a user 
on a dock or on a boat over the water while capturing a fish. (See Specification, 
Page 1, U 3) Applicant's invention is specifically designed for the capture and 
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retention offish. (See Preamble to A mended Claim 9) The jaw end and grip 
wheel attached to the net provide a sophisticated means of removing a hook 
from a fishes mouth white not allowing the fish to get away. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Degen in view of Dillhoff. It is important to note, for a patent to be anticipated, 
every element of a patent claim must appear in a single reference. Genzyme 
Corp. v. Atrium Med. Corp., 315 F. Supp. 2d 552; 2004 U.S. Dist LEXIS 10984, 
21 (2004). Other references and opinion may be used to reveal what the 
reference would have meant to those skilled in the art at the time of the invention. 
Id. A trier of fact must identify the claimed elements, determine their meaning in 
light of the specification and prosecution history and identify those same 
elements in the anticipating reference. ]d. It is error to treat the claims as a mere 
catalog of parts, disregarding the part-to-part relationships set forth that give the 
claims their meaning. Jd. Experts often use the same words to describe the 
same device and a prior art reference. J4. However, whether the terms are being 
used in different ways to connote different intended functions is the issue. Id. The 
prior art cannot anticipate a patent simply by possessing identically named parts, 
unless these parts also have the same structure or otherwise satisfy the claim 
limitations, and were understood to function In the same way by one skilled in the 
art Genzyme at 21. 

Similar to In line with this standard, case law provides that a first 
requirement is a suggestion, teaching, or motivation to combine the prior art 
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references is an "essential evidentiary component of obviousness holding." C.R. 
Bard, Inc. v. M3 Sys. Inc., 157 F.3d 1340, 1352, 48 USPQ 2d 1225. 1232 (Fed. 
Cir. 1998). This showing must be clear and particular, and broad condusory 
statements about the teaching of multiple references, standing alone, are not 
"evidence." In re Dembiczak, 175, F.3d 994, 1000, 50 USPQ 2d 1614, 1617. The 
second requirement i s t hat t he u Itimate d etermination of obviousness m ust b e 
based on a reasonable expectation of success in the intended purpose. In re 
O'Farrell, 853 F.2d 894, 903-904, 7 USPQ 2d 1673, 1681 (Fed. Cir. 1988). The 
mere fact that the prior art may be modified in the manner suggested by the 
Examiner does not make the modification obvious unless the prior art suggested 
the desirability of the modification. In re Fritch, 972 F.2d 1260, 1265, 23 USPQ 
2d 1780, 1783-84 (Fed. Cir. 1992). The Examiner has cited three references, 
which alone are not "evidence" of obviousness. The Examiner has also modified 
the references In a manner which is not practical with Applicant's intended use of 
capturing fish. 

Similar to Degen, Dillhoff also discloses a clamp that is not meant for the 
capture of fish. Dillhoff discloses a clamping tool for use as a fixture for clamping 
and supporting a wide variety of elongated pieces for welding and the like. (Col. 
6, Lines 4-6) While the Dillhoff s clamp is hand-held, it is designed to hold metal 
pieces for welding (see Figs. 9-12). Dillhoffs clamp would crush the head of a 
fish and not assist in the capture and removal of a hook. A user would also have 
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to adjust the position of the clamp using two hands to adjust a screw. (Col. 3, 
Line 1) Applicant's invention allows the user to grip the end of the handle with 
one hand and adjust simply by squeezing the handle. (See Applicants Claim 
9(b)(ii)). 

The Examiner also cites the patent to Anderson stating that it discloses a 
fish clamping system. A nderson d iscloses a holder for fish and fishing poles. 
(Col. 1, Lines 8-9) Anderson's invention is for use after a fish has been caught 
and not to assist in the capture and retention of a fish. Anderson's patent 
discloses a device mainly for use with holding a fishing rod, but may also be used 
for fish cleaning purposes. (Col. 1, Lines 50-53) Similar to Degen, Anderson's 
device employs a suction means to a board that is anchored to a suitable support 
such as the deck floor boards or benches of the boat. (Coi. 1, Lines 1 6-20). 
Applicant's invention assists in the removal of a hook, fly or lure from the mouth 
of a fish after it has been caught by hook and then landed with the landing net. 
(Specification, Page 1, H3). Applicant's invention is hand-held and allows the 
fisherman to easily remove a hook from a fish's mouth without losing the fish. 
Anderson's device can only be used onge a fish has been caught, the hook 
removed, and the fish brought on board a boat. 

With regard to Amended Claim 9 and Claims 10-14, as described above, 
are unobvious in view of the prior art of record, as such Amended Claim 9 and 
Claims 10-14 are submitted as being allowable over the record. 
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Accordingly, Applicant respectfully requests withdrawal of the rejection of 
Claims 9-14. 


Respectfully submitted, 
Nicholas P. Armenti 


Ddte of Signature 




Registration No. 26,234 
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